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DETAILED ACTION 

Status 

1. a) Claims 36-42, 45-49 and 51-56 are now pending. 

b) Claims 40, 46 and 55 are amended. 

c) The Objections to claims 40 and 46 have been dropped based on Applicant's 
amendments to these claims. 

d) The rejection of claims 46-49 and 51-54 under 35 USC 1 12-2 nd paragraph are 
maintained since Applicant has failed to make clarifying amendments to these claims to 
clear up the indefinite nature of these claims. 

e) The prior art of Levy is replaced Spiegel since Levy was owned by Assignee eBay at 
the time of Applicant's invention. 

f) Applicant is invited to telephone the examiner at the telephone number listed in the 
conclusion of this office action to make an appointment for a telephone or in person 
interview. The examiner regrets that by the time the examiner read Applicant's request 
for an interview the examiner's deadline did not permit the examiner to telephone 
Applicant. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 46-49 and 51-54 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. The scope of independent 
claim 46 is unclear because it is unclear how the limitations fulfill the stated purpose in 
the preamble. No transaction occurs in the limitations. The preamble states "A method 
to facilitate a transaction by a network-based transaction facility". However, the 
limitations merely provide stored data from a client machine to the requesting client 
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machine in response to a query from the client machine. Applicant's claimed invention 
involves commercial activity. As such, a commercial transaction involves contracts law. 
The common understanding in contracts law is that a transaction must have mutuality, 
including an offer and an acceptance. There are no mutuality and no acceptance of an 
offer in Applicant's independent claims 

Correction is required. 
Applicant is advised to avoid new matter in amending the claims. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 35-42, 45-49 and 51-56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Esposito et al. (US Patent 6,587,838 B1 , hereafter Esposito) in view 
of Kopelman et al. (US Patent 7,373,317 B1, hereafter Kopelman), Offutt Jr. et al. (US 
PreGrant Publication 2002/0184059 A1, hereafter Offutt), Spiegel et al. (US Patent 
6,466,919 B1, hereafter Spiegel) and Van Horn etal. (US Patent 6,934,690 B1, 
hereafter Van Horn). 

Re. Claims 36, 46 and 55, Esposito discloses a method, system and medium to enable 
users to interact with the system over heterogeneous network environments such as a 
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packet switched network such as the Internet and a wireless network such as a plurality 
of pagers to learn about and express interest in products and services stored in a 
database (Abstract, II. 1-6, 10-16). Esposito facilitates a transaction by a network-based 
transaction facility, the method comprising: 

• storing in a database maintained by the network-based transaction facility a 
listing of a plurality of items being offered for sale by a seller in a virtual store of 
the seller: 

• (Abstract, II. 10-12; virtual stores are implicit in electronic representations but not 
explicitly cited as such by Esposito), wherein the items offered for sale are 
associated with a plurality of transaction types a fixed price-setting process (Col. 
5, 1. 62); 

• accepting at the network-based transaction facility a first request from a client 
machine accessing the transaction facility over a network, the first request to 
retrieve a specific item offered for sale by the seller and that meets search 
criteria provided with the request (Abstract, II. 14-16; Fig. 4-410. It would have 
been obvious to the practitioner that this would fit a first or an n'th request, and 
that one or more criteria could be specified.); 

• searching the database to determine if any items being offered for sale by the 
seller meet the search criteria (abstract, II. 10-12; Col. 2, II. 13-16), generating a 
commingled list of located items offered for sale by the seller that meet the 
search criteria (col. 2, II. 13-16. Commingling in the list is implicit as long as there 
are a plurality of items); and 

• communicating across the network to the client machine the generated 
commingled list for display at the client machine (Fig. 4-412; Col. 2, II. 13-20. 
The client machine and the network are implicit in Esposito). 

The following limitations are not given patentable weight because repetition of a method 
step is not considered to have patentable novelty (In re Harza): 

"accepting at the network-based transaction facility a second request from the client 
machine, the second request to sort the commingled list by specific criteria, wherein the 
specific criteria includes a specified transaction type of the plurality of transaction types; 
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using the sales type field from the items table, looking up in the items table the specified 
transaction type to determine if any of the items from the commingled list meet the 
requirements 

for the specified transaction type by comparing the specified transaction type to the 
sales type 

field in the items table; 

generating a sorted list, the sorted list sorted to include only items offered for sale by the 
seller that meet the specified transaction type included in the second request; and 

communicating across the network to the client machine the sorted list for display at the 
client machine.". 



Esposito does not explicitly disclose an auction price-setting process. 

However, Esposito discloses two articles regarding auctions, entitled "GM Buying into 

Online Auctions" and "Honda to Start Internet Used Car Auctions" (OTHER 

PUBLICATIONS, p. 2, col. 2, II. 34-35, 41-42). Further, Kopelman discloses an auction 

price-setting process (Col. 1 , II. 50-51). The servers in the computers systems and the 

storage media are implicit in Esposito. 

Also, Offutt discloses virtual stores (p. 1 , [0008], I. 6). 

Esposito does not explicitly disclose "wherein the database includes a database engine 
server coupled to at least one engine server database including an items table, the 
items table defining a plurality of fields for each of the plurality of item being offered for 
sale, including a sale type field for each given item being offered for sale, wherein the 
sale type field records the price setting process for each of the plurality of items being 
offered for sale". However, Spiegel discloses item tables in a database related to a 
network based transaction facility ().Col. 3, 1. 48). Van Horn discloses a sale field in a 
database related to internet based buying (Col. 11,1. 23). The ordinary practitioner 
would have seen it as obvious from his own knowledge and these disclosures to 
establish a "database which includes a database engine server coupled to at least one 
engine server database including an items table, the items table defining a plurality of 
fields for each of the plurality of item being offered for sale, including a sale type field for 
each given item being offered for sale, wherein the sale type field records the price 
setting process for each of the plurality of items being offered for sale". 
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Therefore, an ordinary practitioner of the art at the time of Applicant's invention would 
have seen it as obvious to have combined the art of Esposito, Kopelman, Offut, Spiegel, 
Van Horn and his own knowledge for the purpose of establishing a method, system and 
medium for facilitating a transaction by a network-based transaction facility, motivated 
by a desire to provide a method for facilitating pricing and sales of goods (Kopelman, 
Col. 2, II. 46-48). 

Re. Claim 47, Esposito discloses wherein accepting a search request from a buyer to 
view certain items according to certain criteria, generating list of items from the 
commingled list, and displaying the list of items to the buyer's client machine (see the 
rejection of claim 46). Esposito also discloses the displaying of search results to a buyer 
(Fig's 5-7). Esposito does not explicitly disclose auction items being offered. However, 
Kopelman discloses auction items. Therefore, it would have been obvious to an ordinary 
practitioner at the time of Applicant's invention to have combined the disclosures of 
Esposito, Kopelman, Offut, Spiegel, Van Horn and his own knowledge for the purpose 
of responding to a search request limited to auction items and displaying those items to 
the buyer, motivated by a desire to provide a method for facilitating pricing and sales of 
goods (Kopelman, Col. 2, II. 46-48). 

Re. Claim 49, Esposito discloses accepting a search request from the buyer to view 
only those items from the commingled list that include a fixed price purchase option; 
generate a fixed price list of items from the commingled list, the fixed price list including 
items that have a fixed price purchase option; and display the fixed price list of items to 
the buyer (Fixed price - Col. 5, 1. 62. See the rejection of claim 46 for the balance of 
these limitations.). 

Re. Claim 51, Esposito discloses the selection of merchants (equivalent to stores) for 
buyer selection which are stored in the database (Fig. 4-420, a plurality of merchants), 
using an interface storing in the database a stores portion including a listing of stores 
available for buyer selection; providing an interface at the client machine which allow 
the buyer to indicate a selection from the listing of stores (Fig. 4, 422); and receiving 
from the buyer's client machine a selection including an indication of a selection from 
the listing of stores (Fig. 4, 424). 
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Re. Claims 37-45, Esposito suggests, implies and makes obvious the following 
limitations for implementing method claims 46-54 because Esposito discloses network 
connected computer systems for implementing a network based transaction facility 
(Abstract; Fig's 1-7; Col. 2, 1. 60 - Col. 7, 1. 36): 

Re. Claim 37, a page server operable to deliver web pages; 

a picture server operable to dynamically deliver images to be displayed within 

web pages; 

a listing server operable to facilitate category-based browsing of one or more 
items being offered for sale on the network-based transaction facility; and 
a search server operable to receive search requests and facilitate keyword- 
based browsing of the one or more items being offered for sale on the network- 
based transaction facility. 

Re. Claim 38, wherein the at least one back-end server includes a search index 
server coupled to a search index server database. 

Re. Claim 39, wherein the at least one back-end server includes a credit card 
database server coupled to a credit card server database. 
Re. Claim 40, wherein the database the user table includes a respective record 
for each of a plurality of users of the network-based transaction facility. 
Re. Claim 41, wherein each of the plurality of users is a seller, a buyer, or both a 
seller and a buyer within the network-based transaction facility. 
Re. Claim 42, wherein each link between the items and the user table indicates 
whether a user listed in the user table is a seller or a buyer with respect to one or 
more items for which records are included within the items table. 
Re. Claim 45, wherein the plurality of front-end serves act in combination as a 
display engine to facilitate the display of the at least one client machine of the 
commingled list of items generated by the network-based transaction facility. 
The ordinary practitioner of the art would have seen these system features as obvious 
for implementing method claims 46-54 because the practitioner would have been 
familiar with the capabilities of such computer systems such as servers, web pages, 
browsing, search indexes, networks, databases, user tables, transaction facilities, 
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number fields and display engines. Therefore, an ordinary practitioner of the art at the 
time of Applicant's invention would have seen it as obvious to have combined the art of 
Esposito, Kopelman, Offut, Spiegel, Van Horn and his own knowledge for the purpose 
of establishing a method, system and medium for facilitating a transaction by a network- 
based transaction facility, motivated by a desire to provide a method for facilitating 
pricing and sales of goods (Kopelman, Col. 2, II. 46-48). 

Re. claims 52-54 & 56, the disclosures of Esposito are cited in the rejections of claims 
46-51 above. Neither Esposito nor Kopelman explicitly disclose virtual stores. However, 
Offutt discloses virtual stores for online shoppers (p. 1 , [0008], I. 6). Therefore, it would 
have been obvious to an ordinary practitioner of the art at the time of Applicant's 
invention to have combined the disclosures of Esposito, Kopelman, Offut, Spiegel, Van 
Horn and his own knowledge in order to formulate the following features: 

Re. Claim 52, a selection from a listing of stores provided according to a 
category; and providing an interface displaying a list of seller's virtual stores 
based on the selected category. 

Re. Claim 53, receiving from the buyer's client machine a selection indicating a 
choosen one of seller's virtual stores from the listing of stores. 
Re. Claim 54, indicating the chosen one of the seller's virtual stores, performing 
a look-up operation on an items table within the database to obtain a title and 
details including a transaction type associated with each of one or more items 
available in the chosen one of the seller's virtual stores. 
Re. Claim 56, wherein the database includes items offered for sale in at least 
one seller's virtual store that offers for sale both at least one item for sale using 
an auction-type price setting process and at least one item offered for sale using 
a fixed price setting process. 
The practitioner's motivation would have been a desire to provide a method for 
facilitating pricing and sales of goods (Kopelman, Col. 2, II. 46-48). 
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4. Claim 48 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Esposito in view of Kopelman, Offut, Spiegel and Van Horn as applied to claim 46 
above, and further in view of O'Neill et al. (US Patent 5,987,440, hereafter O'Neil). 

Re. Claim 48, neither Esposito, Kopelman, Offut, Spiegel or Van Horn explicitly disclose 
transaction types which include items for sale using a hybrid auction/fixed price-setting. 
However, O'Neil discloses a hybrid auction/fixed price-setting (Col. 34, II. 26-33, Col. 67, 
II. 64-65). Therefore, an ordinary practitioner of the art at the time of Applicant's 
invention would have seen it as obvious to have combined the art of Esposito, 
Kopelman, Offut, Spiegel, Van Horn, O'Neil and his own knowledge for the purpose of 
establishing a method, system and medium for facilitating a transaction by a network- 
based transaction facility including a hybrid auction/fixed price-setting, motivated by a 
desire to provide a method for facilitating pricing and sales of goods (Kopelman, Col. 2, 
II. 46-48). 

Response to Arguments 

5. Applicant's arguments filed January 28, 2010 regarding claims 36-42, 45-49 and 
51-56 have been considered but they are moot in view of the new grounds of rejection. 

ARGUMENT: "It is respectfully submitted that, while it is not necessarily required 
as suggested by the Office Action, at least this subject matter, as recited in claim 46, 
includes one or more transactions. Further, claims 46-49 and 51-54 are not unclear, and 
meet the requirements of 35 U.S.C. § 112, second paragraph." (p. 10, 1. 20 - p. 1 1 , 1. 
17; p. 11, II. 12-15) 
RESPONSE 

Applicant's specification cannot be read into the claims. Further, the right to be one's 
own lexicographer is limited to terminology which is consistent with the normal 
understanding of the terms. Applicant's claimed invention involves commercial activity. 
As such, a commercial transaction involves contracts law. The common understanding 
in contracts law is that a transaction must have mutuality, including an offer and an 
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acceptance. There are no mutuality and no acceptance of an offer in Applicant's 
independent claims 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Siegfried Chencinski whose telephone number is 
(571)272-6792. The Examiner can normally be reached Monday through Friday, 9am to 
6pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 

supervisor, Charles Kyle, can be reached on (571) 272-6746. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks, Washington D.C. 20231 

or Faxed to (571J273-8300 [Official communications; including After Final 
communications labeled "Box AF"] 

or Faxed to (571) 273-6792 [Informal/Draft communications, labeled 

"PROPOSED" or "DRAFT"] 
Hand delivered responses should be brought to the address found on the above 
USPTO web site in Alexandria, VA. 

SEC 

Art Unit 3695 
July 3, 2010 

/Harish T Dass/ 

Primary Examiner, Art Unit 3695 



